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Introduction 
 
One of the recent Raising the Bar amendments has removed impediments 
imposed by copyright law that may have limited the uses to which IP 
Australia and members of the public could have lawfully put patent 
specifications without seeking permission from the copyright owner. 
What the amendment does not do, however, is extend the same 
protections to those who wish to use prior art documents in ways that 
benefit the patent system and further the public interest.  
 
Patent specifications are the quid pro quo of the patent bargain. In exchange for the 
monopoly protection granted, a patentee must disclose fully the workings of the 
invention and the best-known method for operating it at the time a complete 
application is filed.1 IP Australia disseminates this information by uploading patent 
specifications to its AUSPAT database,2 which can be searched online by the public 
free of charge, when the specifications become open to public inspection.  
 
Even though they are the means by which inventions are disclosed to the public in 
exchange for the patentee’s monopoly, patent specifications are works protected by 
copyright. That copyright continues well after the patent has expired and the patentee 
has had the opportunity to take full advantage of the patent monopoly. There has, 
however, been a legislative change that addresses the way copyright in patent 
specifications can be enforced in Australia. The change is an amendment to s.226 of 
the Patents Act 1990 (Cth) (Patents Act), which arguably gives the public a greater 
freedom to make use of patent specifications than it enjoyed before. The amendment 
was effected by the Intellectual Property Laws Amendment (Raising the Bar) Act 
2012 (Cth), which received royal assent on 15 April 2012. While most changes 
wrought by the Act came into effect on 15 April 2013, this change took effect 
immediately upon the Act coming into force. 
 
In its previous form, s.226 only allowed a person to make a two-dimensional 
reproduction of a patent specification without the copyright holder’s authorisation. 
Arguably, the provision was too narrow in scope in an age where technology allows 
many more useful things to be done with a document than merely reproducing it in 
material form. Following the amendment, the section now allows a person to exercise 
a broader range of rights without the authorisation of the copyright holder, namely to 
reproduce, communicate to the public, and translate. 
 
However, while beneficial, the amendment gives no respite to those who might wish 
to use non-patent prior art documents in ways that are beneficial to the proper 
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functioning of the patent and innovation systems, and which should be permitted as a 
matter of right.3 These include people collaborating to form an opinion as to whether 
an invention is novel and involves an inventive step in light of certain prior art 
documents. Like patent specifications, prior art documents are works protected by 
copyright, provided the necessary conditions for the subsistence of copyright are met. 
As a consequence, members of the public are prevented from making certain uses of 
non-patent prior art documents in ways that advance the public interest unless they 
identify, locate and obtain permission from, the copyright owner. The argument made 
in this article is that, while the amendment of s.226 is helpful, similar freedoms from 
the threat of copyright infringement should be extended to permit the use of non-
patent prior art documents in ways that advance the public interest.  
 
The Amendment of Section 226 
 
In its previous form, s.226 provided that it was not an infringement of copyright to 
reproduce a patent specification. 
 
226 Reproduction of published specifications does not infringe copyright 
 
The reproduction in two dimensions of the whole or part of a provisional or 
complete specification that is open to public inspection does not constitute an 
infringement of any copyright subsisting under the Copyright Act in any 
literary or artistic work. 
 
While the section was obviously intended to facilitate dissemination of the 
information a patent applicant is obliged to disclose, it did so in only the narrowest of 
ways and did nothing to encourage the sort of information dissemination that is 
possible with today’s communications technologies.  
 
This deficiency has been remedied by the new s.226 which provides that it is not an 
infringement to reproduce, communicate or translate a patent specification.4 The 
amended section also provides that laying open for public inspection a previously 
unpublished work does not constitute a publication of the work for the purposes of the 
Copyright Act,5 thereby removing any possibility that copyright in a patent 
specification will vest in the Crown as a consequence of the operation of the Crown 
copyright provisions.6 Section 226 in its current form, as amended, is as follows. 
 
226 Documents open to public inspection do not infringe copyright 
 
(1) If a document mentioned in sub-section (2) is open to public 
inspection, doing any of the following in relation to the whole or part 
of the document does not constitute an infringement of any copyright 
subsisting under the Copyright Act 1968 in any literary or artistic 
work: 
(a) reproducing the document in two-dimensional form; 
(b) communicating (within the meaning of that Act) the document 
to the public; 
(c) translating (within the meaning of that Act) the document.7 
 
(2)  The documents are: 
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(a) a provisional specification; and 
(b) a complete specification; and 
(c) a prescribed document.8 
 
(3) If a reproduction of an unpublished work is made as a result of a 
document being open to public inspection, the supply or 
communication of the reproduction does not constitute the publication 
of the work for the purposes of the Copyright Act 1968. 
 
The amended section also has the effect of making a reproduction, communication or 
translation of a patent specification not an infringement of any copyright protected 
work embodied in a patent specification. Interestingly, even in its unamended form, 
s.226 would arguably give patent attorneys or inventors who draft their own patent 
applications the right to copy and make use of the form of expression used to describe 
ideas in other patent specifications that have been laid open to public inspection. 
 
Projects Affected by Copyright in Patent Specifications and Prior Art 
Documents 
 
The restrictions copyright law imposes in respect of patent documents impact upon 
public interest projects that collate patent information in the public interest.  
 
One such example is CAMBIA’s Patent Lens. CAMBIA is an independent non-profit 
research institute that has the stated aim of encouraging innovation in the life sciences 
by making research freely available to anyone who wants to use it.9 Patent Lens is an 
open-access full-text patent informatics resource designed to make the documents that 
describe the state of the art in various fields available in one place and to demonstrate 
the links that exist between those documents. It helps people understand where there 
is freedom to operate with respect to patent laws in different parts of the world by 
providing “patent landscapes”, which are collocations of patent, scientific, technical 
and business data organised in a navigable form around particular topics or research 
areas. CAMBIA developed Patent Lens to bring a transparency to the patent system 
by making available information that will allow people to know the patents that are in 
force over specific technologies and by whom they are held. CAMBIA’s aims are to 
prevent people unwitting infringing patents they are unaware of, or avoiding 
innovating in areas because they have incomplete information about which rights 
have been allocated and by whom they are held.10 All of this information is available 
online and is provided to the public free of charge on the Patent Lens website.  
 
Another example is Peer-to-Patent, which is designed to improve the patent 
examination process and the quality of issued patents by encouraging experts in the 
community to collaborate and bring relevant prior art to light.11 Peer-to-Patent is a 
response to complaints that the patent system is a threat to existing business and 
innovation because patent offices regularly grant patents for inventions that are either 
not novel or are obvious.12 The Peer-to-Patent projects recognise the difficulty of the 
work performed by patent examiners. Examiners are expected to read a patent 
application (which is often lengthy, detailed and written in complicated technical 
language), search the prior art, determine whether a claimed invention is deserving of 
a patent in light of that prior art, and draft a report – all within a tight timeframe. The 
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relevant prior art may be hard to locate, poorly expressed, difficult to comprehend, 
poorly indexed, or written in a foreign language.  
 
Peer-to-Patent is a response to these difficulties. It involves members of the public 
voluntarily reviewing participating patent applications, searching for relevant prior art 
and discussing the prior art located – all on a publicly available web site. The top ten 
prior art references identified by the community of reviewers, as voted by those 
reviewers, are forwarded in accordance with s.27 of the Patents Act to the Patent 
Office and are considered by the examiner during examination.13 The number of prior 
art documents forwarded is limited in this way to avoid the Patent Office being 
overburdened with prior art references. The project’s rationale is that the better the 
prior art resources a patent examiner has at his or her disposal, the better armed he or 
she will be assess whether a claimed invention is patentable. 
 
The Peer-to-Patent Australia pilot project ran before s.226 was amended. The first 
barrier the project encountered was that it was considered necessary to obtain the 
copyright owner’s consent before a patent specification could be uploaded to a 
publicly available web site to be peer reviewed. Obtaining these consents was 
considerably time-consuming, and in many cases consent was refused or the request 
was ignored. That difficulty has now been overcome with the amendment to s.226. 
The second barrier was that a member of the public may not be authorised by the 
copyright owner, or may not know of such authorisation if it has been given, to 
reproduce or communicate a prior art document for the purpose of having that 
document put before a patent examiner during examination. That barrier remains and 
can be an impediment to meaningful involvement and discussions between citizen 
experts as to the relevance of a prior art reference for the purpose of assessing an 
invention’s novelty and inventiveness.  
 
The final example is IP Australia’s AUSPAT web site, which allows patent 
specifications that have been laid open to public inspection to be downloaded by 
anyone with a web browser. This is an important way of broadcasting the 
technological knowledge contained in patent specification and publicising the 
existence of patents. 
 
It would not appear that any of the fair dealing provisions,14 or any of the exceptions 
in Pt III, Div 3 of the Copyright Act,15 are sufficient to permit these forms of public 
use of patent specifications or prior art documents. 
 
Copyright in Patent Specifications 
 
Ownership of Copyright  
 
A patent specification describes inventions using words, or a combination of words 
and diagrams or images. It is either a literary work, or the combination of a literary 
work and one or more artistic works. However, unlike a patent holder, the owner of 
copyright in a patent specification does not have a monopoly over the embodiment of 
knowledge or ideas in a product or process. Rather, he or she has rights to control the 
reproduction or dissemination of that knowledge or those ideas as they have been 
expressed in a particular material form.16  
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The principal right that copyright gives is the exclusive right to reproduce the work.17 
Another is the right to publish the work.18 A literary, dramatic, musical or artistic 
work is deemed to have been published if reproductions of the work have been 
supplied to the public.19 The right to publish a work is the right “to make public that 
which has not previously been made public in the copyright territory” and does not 
extend to any subsequent distribution of the work.20 The right to communicate the 
work to the public21 is a technology neutral right to “make available online or 
electronically transmit (whether over a path, or a combination of paths, provided by a 
material substance or otherwise)”.22 A communication may be to the public within or 
outside Australia23 even though it is made to a relatively small number of individuals, 
provided the recipients are part of the copyright owner’s public in the sense that he or 
she could expect to be remunerated for permitting the work to be communicated to 
that audience. There may be a communication “to the public” where a communication 
is made to an individual, even if taking place in a private or domestic setting.24  
 
Ownership of copyright in a patent specification does not necessarily follow 
ownership of the invention disclosed in the specification. As such, it cannot be 
assumed that the patentee or patent applicant owns that copyright. The first owner of 
copyright in a patent specification will be the author (usually a patent attorney or the 
inventor), or authors in a case of joint authorship. However, that copyright may vest 
in an entity whose copyright is derived from the author (such as an employer), or may 
be assigned voluntarily to another. It does not appear that copyright can vest in the 
Crown by virtue of the Crown Copyright provisions in the Copyright Act, or a Crown 
prerogative in the nature of copyright. A further complication is that copyright 
ownership in the whole or identifiable parts of a patent specification can vest in one or 
more individuals or entities. Different people may have contributed different portions 
of the text or diagrams included in the specification. It is also possible that a patent 
specification may contain works which themselves are separately protected by a 
copyright that vests in another entity, say for example, illustrations or diagrams. 
 
Given the range of possibilities, it may be difficult to identify the owner or owners of 
copyright in any given patent specification or work that has been included in a patent 
specification. This is a problem for anyone who wishes to seek permission to 
disseminate or otherwise reproduce patent specifications. 
 
Crown Copyright  
 
The finding in Copyright Agency Limited v. State of New South Wales (CAL v. 
NSW),25 that the Crown copyright provisions in Part VII of the Copyright Act do not 
vest copyright ownership of survey plans in the Crown, can be applied to patent 
specifications. In CAL v. NSW, the Full Court of the Federal Court considered the 
ownership of copyright in survey plans lodged for registration at the Department of 
Lands in New South Wales and later reproduced and communicated to the public by 
the Department. The Court held that it was the surveyors, and not the Crown, that 
own copyright in the plans.26 This finding was not disturbed by the High Court on 
appeal.27 
 
Section 176 of the Copyright Act provides that the Commonwealth or a State is the 
owner of copyright in any work, film or sound recording made by, or under the 
direction or control of, the Commonwealth or the State.28 The Full Federal Court in 
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CAL v. NSW held that, as there was nothing in the relevant statutory and regulatory 
provisions that compels a surveyor to prepare a survey plan, there was no basis for 
finding that the works were made by, or under the direction or control of the State. 
Instead, the Court recognised that surveyors prepare survey plans to satisfy 
contractual obligations owed to their clients.29 
 
As with survey plans, there is no compulsion to lodge a patent application with the 
Patent Office or apply for registration of a patent. Although the Patents Act requires 
that patent applications contain certain information and that certain drafting 
formalities be met,30 it certainly does not provide specific direction as to how any 
given specification is to be drafted. Accordingly, patent specifications produced by, or 
on behalf of, a private individual or other entity are not works made under the 
direction or control of the Commonwealth under s.176. 
 
Section 177 provides that the Commonwealth or a State is the owner of copyright in 
any work first published by, or under the direction or control of the Commonwealth or 
the State. In CAL v. NSW, the Court held that the survey plans in question were not 
first published by or under the direction or control of the State because there were 
earlier two acts of publication, namely when a surveyor presents the survey plan to 
the client for signing, and where the plans are provided to the local municipal council 
for a subdivision certificate.31 The effect of this finding would appear to be that 
lodging a document with a government instrumentality would amount to publication, 
and therefore preclude any opportunity for the government instrumentality in question 
to first publish the document. This is consistent with the Full Federal Court’s view 
expressed in CAL v. NSW that Parliament did not intend that the Crown would assume 
ownership of copyright as a consequence of a person obtaining or seeking a statutory 
or other regulatory approval or licence from the Crown.32 
 
The Commonwealth has a legal obligation under the Patents Act to make patent 
specifications available to the public by making them open to public inspection. This 
will not be a specification’s first publication. Where a patent attorney drafts a 
specification, first publication will take place when the attorney has made the 
specification available to the client for perusal or filed the specification with the 
Patent Office. Where an inventor drafts his or her own patent specification, the 
specification’s first publication will occur when the specification is filed with the 
Patent Office. As such, it would appear that even in the absence of the new s.226(3), 
s.177 would not have the effect of vesting any copyright in a patent specification in 
the Crown.  
 
The outcome is the same when international applications are filed according to the 
terms of the Patent Cooperation Treaty 1970 (PCT).33 Filing an international patent 
application with a PCT-approved “Receiving Office” (RO) is arguably a 
publication.34 Secondly, the World Intellectual Property Organization (WIPO) 
publishes patent specifications. Where a PCT application is filed before a national 
filing is made in Australia and WIPO publishes the specification before the patent 
office in Australia makes the specification open to public inspection, first publication 
cannot occur when IP Australia makes the specification open to public inspection.  
 
Further, the Patent Office making patent specifications available to the public, either 
free of charge online or by making hard copies for a fee, constitutes acts done “for the 
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services of the Crown” as envisaged by s.183. As the Federal Court in CAL v. NSW 
noted, if an act making a work available to the public is done for the services of the 
Crown under s.183, it does not constitute publication and therefore cannot be first 
publication.35 As this reasoning applies equally to patent specifications, a patent office 
making patent specifications available to the public cannot constitute first publication, 
and therefore has no bearing on the ownership or duration of copyright in patent 
specifications. On the basis of these arguments, it would seem that the new s.226(3) 
merely clarifies or confirms the existing law. 
 
Implied Licence to Use Patent Specifications 
 
While the application of first principles leads to the conclusion that copyright in a 
patent specification vests in the author of that specification and that copyright 
continues in existence for a long as the Copyright Act allows, there is contrary judicial 
authority, all be it obiter, that upon lodging a patent application, a patentee abandons 
any copyright in that specification. In this connection, Whitford J in Catnic 
Components Ltd v Hill & Smith Ltd,36 expressed the following view: 
 
In my view, by applying for a patent and accepting the statutory obligation to 
describe and if necessary illustrate embodiments of his invention, a patentee 
necessarily makes an election accepting that, in return for a potential 
monopoly, upon publication, the material disclosed by him in the specification 
must be deemed to be open to be used by the public, subject only to such 
monopoly rights as he may acquire on his application for the patent and 
during the period for which his monopoly remains in force, whatever be the 
reason for the determination of the monopoly rights. If this be correct, the 
plaintiffs must be deemed to have abandoned their copyright in drawings the 
equivalent of the patent drawings.37 
 
That view appears to be predicated on the assumption that it is the patentee who owns 
copyright in a patent specification and does not deal with the possibility that someone 
other than the patentee may own copyright. While Whitford J’s sentiments are 
commensurate with a broad freedom for all to use patent specifications without 
copyright’s restrictions, his Honour’s lead was not followed on appeal,38 where only 
Buckley LJ referred to his Honour’s statement, and then only to say (at 628) that he 
did do not wish to express any concluded view on this question. 
 
Kearney J disapproved of Whitford J’s view in Ogden Industries Pty Ltd v Kis (Aust) 
Pty Ltd.39 There, his Honour stated: 
 
On this basis, I would have concluded that something more than the existence 
of the patent would be required to deprive a patentee of his concurrent 
copyright rights.40 
 
Although the application of first principles supports Kearney J’s view over Whitford 
J’s, it is nevertheless arguable that a member of the public or the Commonwealth has 
an implied licence to perform an act comprised in the copyright in a patent 
specification that has been laid open to public inspection.  
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If copyright material is produced for a particular purpose, there is an implied 
permission, consent or licence to use that material to give effect to that purpose. 
Implied licences often arise when a person is specifically engaged to produce a work 
for another. An implied licence of this kind arose in Beck v Montana Constructions 
Pty Ltd (Beck).41 In that case, Jacob J described as a principle of general application: 
 
that the engagement for reward of a person to produce material of a nature 
which is capable of being the subject of copyright implies a permission or 
consent or licence in the person making the engagement to use the material in 
the manner and for the purpose in which and for which it was contemplated 
between the parties that it would be used at the time of the engagement.42  
 
Secondly, his Honour recognised the possibility that rights attached to such an 
implied licence could be “transferred” to someone other than the person who engaged 
the author.43 The licence in Beck was implied to a particular class of contract rather 
than implied to give business efficacy to an individual contract.44  
 
Applied to patent specifications, Jacob J’s general principle certainly finds an implied 
licence in favour of an inventor who engages a patent attorney to draft a patent 
application. The critical questions, though, are whether it also finds an implied licence 
in favour of the Crown and the public at large, or whether there is a “transfer” of the 
inventor’s implied licence to the Crown and the public. Whether such a right exists or 
can, in any given circumstances, be assigned is related to the scope of the purpose for 
which the copyright work was created and will depend on the rights conferred under 
contract between the inventor and attorney.45  
 
In the Full Federal Court in CAL v. NSW, Emmet J found that the Commonwealth is 
licensed to do everything it is obliged or authorised to do under the statutory and 
regulatory framework that governs the registration of survey plans.46 The issues 
before his Honour, of course, did not require him to consider whether a similar 
licence arises in respect of the public. On appeal, however, the High Court overturned 
his Honour’s decision on this point, and took a more restrictive view in relation to the 
implication of implied licences. 
 
The High Court in CAL v. NSW unanimously acknowledged that a licence will only 
be implied when there is a necessity to do so.47 The High Court found that an implied 
licence was not necessary in the circumstances of that case, but only because the 
statutory licence scheme in s.183 of the Copyright Act exempts the State from 
infringement on the condition that the terms of use are agreed or determined by the 
Tribunal.48 
 
Applying the finding of the High Court in CAL v. NSW, it would in the absence of the 
amended s.226 be unlikely that a court would find an implied licence from the 
copyright owner in favour of the Commonwealth enabling it to reproduce and upload 
patent applications to a publicly-accessible website without the need to compensate 
the copyright owner. Accordingly, it would seem that the broadening of the scope of 
s.266 to exempt not just reproduction, but also communication to the public, from the 
scope of non-infringing uses allows the Commonwealth to upload patent 
specifications to the AUSPAT web site without the need to pay for that use. In this 
regard, it would seem that passing a law that makes these uses non-infringing uses 
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deprives the copyright owner of any right to negotiate the terms upon which the 
Commonwealth may do any of the acts comprised within the copyright under s.183(5) 
and to receive equitable remuneration for any “government copies” made by virtue of 
s.183A. 
 
There is, of course, no statutory licensing scheme that permits acts done by private 
citizens. For this reason, it is worth considering the purpose for which a patent 
specification is created. In Acohs Pty Ltd v R A Bashford Consulting Pty Ltd,49 Merkel 
J recognised the importance of identifying, with precision, the particular purpose for 
which the work was created and whether the parties understood that use for that 
purpose was restricted to the person to whom the licence was granted.50   
 
The purposes of producing a patent application are to file it at the Patent Office in 
order to obtain a patent and to satisfy the patentee’s obligation to disclose the 
workings of the invention to the public. The argument might be made that when an 
inventor instructs a patent attorney to draft a patent application, those parties 
understand that one of the purposes of drawing up the specification is that members of 
the public can copy and distribute the specification as they see fit. It is unlikely that a 
court would find that such an implication is necessary to give business efficacy to a 
particular contract between an inventor and a patent attorney. However, similar to 
Beck, it is entirely possible that a court might regard such a contract as being of a 
class that warrants such an implication because of the special nature of patent 
specifications being the patent applicant’s means of disclosing the invention to the 
public in exchange for the patent monopoly. 
 
The analysis, however, as to whether there is an implied licence in favour of the 
public may be moot for two reasons. The first is that the author of the patent 
specification may note on the specification that the copyright owner reserves his or 
her copyright interest and that no licence is granted to others to reproduce or 
communicate the specification.51 In that instance, as Jacobs J in Beck made clear, no 
implied licence can arise. The second is that the question as to whether there is an 
implied licence in any given circumstance may be inherently uncertain. In this sense, 
the amendment removes that uncertainty and any disincentive to act which that 
uncertainty may cause a private citizen. As such, the amendment is valuable for the 
certainty it provides, regardless of whether the law would have found an implied 
licence in favour of the public at large, along with the freedom it provides IP 
Australia to upload patent specifications and other patent documents on its AUSPAT 
website. 
 
Copyright in Prior Art Documents 
 
One important aspect that the amendment of s.226 does not address is the public’s 
right to reproduce, communicate and translate non-patent prior art documents without 
fear of copyright infringement.  
 
Sections 27 and 28: Notice of Matters Affecting Validity 
 
The Patents Act permits the public to have some involvement in the patent 
examination process by allowing a person to forward to the Patent Office information 
that suggests an invention is not patentable because it lacks novelty or is obvious. 
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Section 27(1), entitled “Notice of matters affecting validity of standard patents”, 
provides as follows: 
 
A person may, within the prescribed period after a complete specification filed 
in relation to an application for a standard patent becomes open to public 
inspection, notify the Commissioner, in accordance with the regulations, that 
the person asserts, for reasons stated in the notice, that the invention 
concerned is not a patentable invention because it does not comply with [the 
novelty and inventive step requirements in] paragraph 18(1)(b). 
 
Section 28 allows a person to give the Commissioner notice of matters affecting an 
innovation patent’s validity. 
 
Neither section expressly permits a person to reproduce a document that he or she 
asserts anticipates the invention, however, the regulations do require that if that 
assertion is based on a document, a copy of the document must be given with the 
notice, along with evidence of the date and place of publication of the document.52 
 
Arguably, the enactment of ss 27 and 28 created an exception to copyright 
infringement in favour of any person who does an act with a view to providing a 
notice in accordance with the provisions. However, the Act does not expressly state 
that this is so, and no case law confirms this interpretation. As such, it cannot be taken 
for granted that the provisions permit a copy of a copyright-protected prior art 
document to be uploaded to a publicly available web site such the Peer-to-Patent 
Australia web site. Likewise, whether the sections permit a person to reproduce a 
document for the purpose of sending the document to an intermediary such as Peer-to-
Patent Australia, rather than directly to the Patent Office, is unclear. 
 
Likewise, the expanded copyright exception in s.226 would not appear to offer 
protection to anyone who wishes to reproduce, communicate or translate a non-patent 
prior art document for the purpose of assessing an invention’s novelty and 
inventiveness. The s.226 copyright exception covers the reproduction, communication 
and translation of provisional and complete specifications and prescribed documents. 
As is noted in footnote 8, what a “prescribed document” is remains unclear as that 
term is not defined in the Dictionary in Schedule 1 or anywhere else in the Patents 
Act. It may have been Parliament’s intention that a “prescribed document” is a 
document that is somehow associated with a patent filing, such as the examination 
request, the examiner’s report, any correspondence between the Patents Office and the 
inventor or attorney, or any other kind of document that IP Australia makes available 
to the public on its AUSPAT web site. Alternatively, if it was Parliament’s intention 
that the reference to a “prescribed document” in s.226(2)(c) extend the s.226 
copyright exception to documents lodged during the prescribed period under ss.27 
and 28, then it would not seem that this was achieved, because such documents would 
not have been laid open to public inspection as required by s226(1) at the necessary 
time.  
 
As far as defences to copyright infringement are concerned, it would not appear that 
any of the fair dealing provisions, or other provisions in Pt III, Div 3 of the Copyright 
Act, are sufficient to permit this form of public use. Likewise, it would not appear that 
there is an implied licence to engage in what otherwise would be infringing conduct, 
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nor is otherwise infringing use of patent specifications to advance the common good a 
tolerated use that could arguably be recommended or form the basis of an implied 
licence. 
 
Addressing Legitimate Rights of User 
 
Given their important role as a medium for the dissemination of technological 
information, allowing the full suite of copyright protections to apply to patent 
specifications is arguably inconsistent with the public’s right to make use of the 
information that is the corollary of the patentee’s disclosure obligations. Although a 
patent specification is protected by copyright, its value lies not in the manner in which 
it is expressed, but in the knowledge and information it contains above and beyond 
the state of the art. As a patent applicant is required by law to disclose the workings of 
an invention in a specification, it seems incongruous that the owner of copyright in 
the specification has the right to impose limitations on the use to which it may be put. 
It also places unjustified restrictions on the extent to which patent specifications can 
be the subject of public debate and criticism, particularly in relation to whether the 
inventions they disclose satisfy the requirements for patentability. Finally, it places 
unjustifiable restrictions on the State, which ought to be able to do what it necessarily 
must to facilitate the registration and publication of documents that are filed with it. 
 
The argument for continuing to treat patent specifications in the same way as other 
literary and artistic works and allowing the copyright owner the right to exclude 
others from a wide range of uses of patent specifications is that the rewards copyright 
offers serve as an incentive to encourage authors and creators to draft new patent 
specifications. However, that reasoning does not hold weight as the incentive to draft 
patent specifications ordinarily comes from the fee a client is willing to pay for the 
service of producing such a document. The author’s rights are satisfied when the 
specification is presented to the person who requested it. In turn, the incentive to have 
a patent specification produced that drives the inventor is the same incentive to invent 
and lies in the potential rewards of the patent monopoly. It can hardly be claimed that 
any unauthorised use of a patent specification after it has been published by the Patent 
Office is an interference in this market that would adversely affect the legitimate 
interests of the copyright owner. Arguments in favour of a secondary market for 
patent specifications after they are published are an impediment to information 
dissemination and knowledge transfer, and as a consequence, innovation. 
 
Likewise, there are significant benefits for the public at large that may result as a 
consequence of allowing people greater freedoms to reproduce and communicate non-
patent prior art documents for the purpose of collaborating to form an opinion as to 
whether an invention is novel and involves an inventive step. There is little 
interference with the market for copyright-protected works caused by submitting prior 
art references to the Patent Office as, only a small number of prior art documents 
would ever need to be submitted, and patent offices do not use prior art submissions 
for their own commercial gain. 
 
Allowing non-remunerated reproductions and communications of these kinds is in the 
public interest and outweighs any private detriment that may be suffered by the 
owners of copyright in patent specifications and prior art documents. For this reason, 
protections like those afforded in the new s.226 ought to be extended to those who 
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reproduce, communicate or translate a prior art document for the purpose of a person 
forming an opinion, either individually or collectively with others, as to whether an 
invention is novel and involves an inventive step.  
 
Satisfying the public interest in this way ought not to be a burden on the public purse 
or to allow copyright owners to impose costs on those who use patent documents in 
these ways. Accordingly, there is a strong public interest in ensuring that patent 
specifications are freely accessible to the public once they have been laid open to 
public inspection. This is wholly consistent with the quid pro quo of the patent 
bargain, whereby in exchange for the monopoly rights granted by the State, the 
patentee is required to disclose the workings of the invention.  
 
Conclusion 
 
The argument made in this article is that there are certain uses of patent specifications 
and non-patent prior art documents that people other than the copyright owners 
should be permitted to make as a matter of right because they are necessary and 
essential to the proper functioning of the patent system. Prior to the amendment of 
s.226, there was a serious deterrent facing a member of the public who wished to 
reproduce or communicate patent specifications. That deterrent, which has been 
removed by the amendment, was the uncertainty surrounding whether patent 
specification could be used in these ways without the permission of the copyright 
owner. The amendment also removed the right of copyright owners or collecting 
agencies to demand payment for Crown use of patent specifications. For these 
reasons, the amendment to s.226 that allows for the reproduction, communication to 
the public and translation of patent specifications without those acts constituting a 
copyright infringement is to be applauded.  
 
However, the same approach needs to be applied to protect legitimate uses of non-
patent prior art documents for the purpose of improving the patent system for the 
ultimate benefit of the public. Members of the public should have a liberal freedom to 
make use of copyright material in informing themselves and others of the state of the 
art against which patent claims are measured. As such, an amendment of the Patents 
Act is suggested to allow copyrighted non-patent prior art documents to be 
reproduced, communicated and translated for the purpose of a person forming an 
opinion, either individually or collectively with others, as to whether an invention is 
novel and involves an inventive step. The amendment is in the public interest because 
the public would benefit from an improved patent system resulting from the greater 
scrutiny of patent applications that such a freedom would facilitate. 
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